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DETAILED ACTION 

1 . This Office Action is responsive to the appeal brief filed on 1 2/1 8/2009. 

2. The finality of the Office Action mailed on 3/30/2009 is withdrawn. 

3. The amendment filed on 7/06/2009 has been entered into the record. 

4. The objections and rejections not addressed below are deemed withdrawn. 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office Action. 

Claim Rejections - 35 USC § 103 

6. Claims 14-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pelliconi et al, WO 03/051984 (of record), in view of Winter et al, US5145819 (of 
record). 

7. The disclosures of Pelliconi and Winter are discussed in the Office Actions 
mailed on 3/30/2009 and 7/09/2008, incorporated herein by reference. 

8. As discussed in the previous Office Actions, Pelliconi discloses that crystalline 
propylene (co)polymer component of the composition of WO 03/051984, corresponding 
to claimed component (a), is made using a Ziegler-Natta catalyst which comprises a 
titanium halide compound such as TiCI 4 and an electron donor compound, both on an 
MgCb support, as well as an organoaluminum co-catalyst such as triethylaluminum and 
an external electron donor compound. Pelliconi further teaches that polymerization is 
performed using similar conditions-i.e. solution polymerization system, similar 
temperature, etc.- as used by applicant to prepare component (a) of the claimed 
invention for the inventive examples. As the prior art propylene (co)polymer is prepared 
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by polymerizing the same monomers using the same catalysts under similar conditions 
as the claimed invention, the examiner takes the position that the properties of the prior 
art propylene (co)polymer would necessarily be the same as claimed and inherently be 
not materially different from those of the claimed invention. Applicant is therefore 
required to provide factual evidence demonstrating that the prior art propylene 
(co)polymer is not inherently characterized by a polydispersity index in the claimed 
range (for claims 14, 28, 29). 

9. Pelliconi specifically teaches that the bridged bis-indenyl metallocene catalysts 
disclosed by Winter are particularly used for the production of copolymer (a) and 
copolymer (b) of the composition of WO 03/051984 (Page 5, line 26, to Page 6, line 1). 
As Winter is explicitly cited, it would therefore have been prima facie obvious to one of 
ordinary skill in the art at the time the invention was made to modify the teachings of 
Pelliconi by using the bridged bis-indenyl metallocene catalyst of Winter for the 
preparation of copolymer (a), which corresponds to claimed component (c), with the 
reasonable expectation of preparing a polymer composition having the balance of 
processability, mechanical properties, and optical properties disclosed by Pelliconi. 

Response to Arguments 

10. Applicant's arguments filed 01/15/2009 have been fully considered but they are 
not persuasive. 

1 1 . Regarding the catalyst used: "A reference may be relied upon for all that it would 
have reasonably suggested to one having ordinary skill in the art, including non- 
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preferred embodiments ," Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 
USPQ2d 1843 (Fed. Cir.). Also, "[Disclosed examples and preferred embodiments do 
not constitute a teaching away from a broader disclosure or non-preferred 
embodiments," In re Susi 440 F.2d 442, 169 USPQ 423 (CCPA 1971). (MPEP § 2123 
[R-5]). As discussed in previous Office Actions, Pelliconi preference for the use of 
Ziegler-Natta catalysts does not constitute a teaching away from the reference's 
broader disclosure that metallocene catalysts may be used. Furthermore, it is 
insufficient to argue that Pelliconi recites a broad range of catalysts for use in preparing 
the composition of WO 03/051984. Barring a showing of factual evidence demonstrating 
unexpected results, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to use any of the catalysts disclosed by Pelliconi 
as suitable for use in preparing components of the prior art composition. The examiner 
maintains the position that Pelliconi's specific recitation that the catalysts disclosed by 
Winter may be used to prepare copolymers (a) and (b) renders the use of these 
catalysts for the preparation of the prior art copolymer (a) prima facie obvious. 
12. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
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1971). As discussed in the previous Office Actions and above, Pelliconi explicitly cites 
Winter as teaching metallocene catalysts which may be used in the production of the 
composition of WO 03/051984; Pelliconi further explicitly states that such metallocene 
catalysts are particularly suited for the preparation of copolymer (a) and copolymer (b). 
Contrary to applicant's assertion, impermissible hindsight would not be required for one 
of ordinary skill in the art to use a catalyst taught by a reference that Pelliconi explicitly 
cites, for the very same purpose for which Pelliconi specifically states the catalysts of 
said reference may be used. 

13. Regarding the allegedly unexpected results: Unexpected results cannot be the 
result of a property or limitation that is anticipated by the prior art reference; rather, 
unexpected results must be due to a difference between the claimed invention and the 
prior art. Polydispersity index is known to be dependent on the type of catalyst used to 
prepare a polymer. As discussed earlier in this Office Action, Pelliconi teaches that the 
propylene (co)polymer component of the composition of WO 03/051984 is prepared by 
(co)polymerizing propylene using the same Ziegler-Natta type catalysts and similar 
polymerization conditions as used by applicant to prepare claimed component (a); it is 
therefore reasonably expected that the polydispersity index of the prior art (co)polymer 
is the same as claimed component (a). The difference between the prior art 
composition and the claimed invention therefore is not the polydispersity index of 
claimed component (a); rather, the difference is the choice of catalyst used to prepare 
claimed component (c). The examiner notes that Examples 1 and 3, the only 
Comparative examples provided in the specification, both disclose compositions 
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wherein component (c) is prepared using the same catalyst as component (c) in the 
inventive examples. Applicant therefore has not demonstrated that unexpected results 
are obtained based on a difference between the claimed invention and the prior art. 
14. Furthermore, the examiner notes that the allegedly unexpected results would not 
be commensurate in scope with the claimed invention with regards to the polydispersity 
index. The inventive examples disclose compositions wherein the polydispersity index 
of component (a) is 3.8 or 5; the comparative examples contain component (a) having 
polydispersity of 2.4. As the polydispersity of the comparative examples is closer to the 
claimed limit of 3 than that of the inventive examples, the provided examples would not 
be sufficient to establish the criticality of the claimed range and therefore are not 
commensurate in scope with the invention as claimed. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Lenihan whose telephone number is (571)270- 
5452. The examiner can normally be reached on Monday through Thursday from 7:30- 
5:00 PM, and on alternate Fridays from 7:30-4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/James J. Seidleck/ /Jeffrey Lenihan/ 

Supervisory Patent Examiner, Art Unit 1796 Examiner, Art Unit 1796 

/JL/ 



